TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Bef ore McCANDLI SH, Seni or Adm ni strative Patent Judge, MElISTER
and ABRAMS, Adm nistrative Patent Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner

finally rejecting clains 1-20, 22 and 24-43, which at that

poi nt constituted all of the clains remaining of record in the

! Application for patent filed January 25, 1996.
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application. Subsequent to the final rejection, a nunber of

the clains were anended and clains 3, 22, and 34-43 were

cancel ed. However, the exam ner mai ntai ned the fina

rejection, leaving clainms 1, 2, 4-20 and 24-33 before us on

appeal .

The appellants’ invention is directed to a dry powder

inhaler. The invention is illustrated by reference to claim

1, which reads as foll ows:

1. A dry powder inhaler conprising, a first
chanber in which nmeans for deaggregating a dry
powder by vibrating said powder,? a first air flow
passageway i n which the deaggregated powder can be
separated by size, and a second air flow passageway
i n which the size-separated powder can be picked up
and carried for inhalation by a patient.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

2 This phrase is confused. It would appear that “in
whi ch” should read --having--. 1In any event, correction
shoul d be made.
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Wlke et al. (WIke) 3,948, 264
1976
Burns et al. (Burns) 5,284, 133
1994
Calvert et al. (Calvert) 5,522, 383
4, 1996
(filed Jun.
I nternational patent WO 90/ 13327
1990

appl i cation (Hodson)
British patent application 2 262 452
1993

(Sm th)

THE REJECTI ONS®

Clains 1, 18 and 19 stand rejected under 35 U S. C. 8§

102(b) as being anticipated by WI ke.

The follow ng rejections stand under 35 U.S.C. § 103:

(1) Cdainms 2, 4, 6 and 20 on the basis of Wl ke and Smth.

(2) daimb5 on the basis of Wl ke and either Burns or

(3) daim24 on the basis of Wl ke and Cal vert.

(4) dainms 17 and 26-33 on the basis of WI ke and Hodson.

% Arejection of clains 18, 19, 20 and 23 under

Apr. 6,
Feb. 8,
Jun.
14, 1991)
Nov. 15,
Jun. 23,
Hodson.
35 U S C

8§ 112, second paragraph, was withdrawn after being overcone by

amendnent (see Paper No. 20).
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(5) Cainms 13-16 on the basis of WIke and Burns.*
(6) Cainms 7-12 on the basis of WI ke and Hodson.

(7) daim?25 on the basis of WI ke, Hodson and Cal vert.

CPI NI ON

Rat her than reiterate the opposing viewoints of the
exam ner and the appellants here, we refer to the Answer
(Paper No. 15) and the Briefs (Papers Nos. 11 and 17) for the
full explanations thereof.

The Rejection Under 35 U . S.C. § 102(b)

Anticipation is established only when a single prior art
ref erence discloses, either expressly or under the principles
of inherency, each and every elenent of the clainmed invention.
See In re Paul sen, 30 F.3d 1475, 1480-1481, 31 USPQ2d 1671,
1675 (Fed. GCr. 1994) and In re Spada, 911 F.2d 705, 708, 15
USPQ2d 1655, 1657 (Fed. Cir. 1990). It does not require that
the reference teach what the applicant is claimng, but only

that the claimon appeal "read on" sonething disclosed in the

4 This was recited in the Answer as being on the basis of
W1 ke, alone. However, that apparently was an error, for see
Paper No. 7 (the final rejection), page 8.
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reference, i.e., all limtations of the claimare found in the
reference. See Kalman v. Kinberly-Cark Corp., 713 F.2d 760,
772, 218 USPQ 781, 789 (Fed. Cir. 1983), cert. denied, 465

U S 1026 (1984). It is only necessary that the reference
i ncl ude structure capable of performng the recited function
in order to neet the functional limtations of the claim See

Inre Mtt, 557 F.2d 266, 269, 194 USPQ 305, 307 (CCPA 1977).

Claiml recites a first chanber having neans for
deaggregating a dry powder by vibrating the powder, a first
air flow passageway for separating the deaggregated powder by
size, and a second air flow passageway in which this powder
can be carried to the patient for inhalation. Wile not
precisely identified in the specification by the | anguage used
in the claim we understand that the “first air flow
passageway i n which the deaggregated powder can be separated
by size” is a passageway through which the deaggregated powder
passes “prior to the introduction into a second air flow
passageway for delivery to a patient” (Brief, page 19). 1In
t he enbodi nent shown in the appellants’ Figure 3, this would

appear to include at | east the unnunbered vertical passageway
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| eadi ng from powder di spensing chanber 51 to air conduit 31,
in which a flow arrow i s shown.

W ke di scloses an inhaler conprising a chanber (in
passage 4) having neans for deaggregating a dry powder in a
capsule (13) by vibrating the capsule, and a fl ow passageway
(12) for carrying the deaggregated powder to the patent for
i nhalation. 1In the WI ke device, the powder discharges from
the chanber in which the capsule is positioned directly into
the air flow passageway from which the patient inhales. WIke
does not disclose or teach an additional passageway in which
t he deaggregated powder can be separated by size and thus,
fromour perspective, clearly |acks one of the conponents
required by claiml. W do not agree with the exam ner’s
manner of reading the | anguage of claim1l onto the WI ke
i nhal er, which appears to apply the | abels of both *“chanber”
and “first air flow passage” to the chanber of WI ke.

It therefore is our conclusion that Wlke fails to
anticipate the subject matter recited in claiml1, and we w ||
not sustain the Section 102 rejection of claim1 or, it
follows, of clains 18 and 19, which are dependent therefrom

The Rejections Under 35 U S.C. § 103

6
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The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skill
inthe art. See, for exanple, In re Keller, 642 F.2d 413,

425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prina
faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbi ne
reference teachings to arrive at the claimed invention. See
Ex parte Capp, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nust stemfrom sone
teachi ng, suggestion or inference in the prior art as a whol e
or fromthe know edge generally avail able to one of ordinary
skill in the art and not fromthe appellant's disclosure.

See, for exanple, Uniroyal ,Inc. V. Rudkin-Wley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1052 (Fed. Cr.), cert.

deni ed, 488 U.S. 825 (1988).

I ndependent claim7 stands rejected as bei ng unpatentable
over Wlke in view of Hodson. Caim?7 recites, inter alia,
the chanber and the first and second air flow passageways t hat

also were recited in claiml1l, albeit in sonewhat different
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fashi on, and the exam ner again relies upon Wlke for
di scl osing these elenents. Considering the teachings of WIke
in the light of Section 103 rather than Section 102(b) does
not alter our conclusion that the clainmed “first air flow
passageway” is |acking. Hodson, which was cited by the
exam ner for other purposes, also fails to disclose or teach
an air passageway in which powder suspended in air as a result
of vibration can be separated by size.

It therefore is our view that the conbi ned teachi ngs of
W | ke and Hodson fail to establish a prima facie case of
obvi ousness with regard to claim7. This being the case, we
will not sustain the rejection of independent claim7 or, it
follows, of clains 8-12, which depend therefrom

The rejection of independent claim 13 and dependent
clains 14-16 on the basis of Wl ke and Burns also wll not be
sust ai ned, on the basis of the same reasoning that was set
forth above regarding clains 7-12, for Burns fails to disclose
or teach the clainmed first air flow passageway.

Consi deration of the teachings added by Smth (clains 2,
4, 6 and 20), or Calvert (clainms 24 and 25), or other
conbi nati ons of secondary references (clains 5, 17 and 26-33),

8



Appeal No. 1998-0805
Application No. 08/599, 508

also fail to cure the basic problemw th WIlke, for none
di scl ose or teach the clainmed first air flow passageway. This
bei ng the case, the rejections of dependent clains 2, 4-6, 17,
20 and 24-33 also will not be sustained.
SUMVARY
None of the rejections are sustained.

The decision of the exam ner is reversed.

REVERSED
HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge
)
BOARD OF PATENT
JAMES M MEl STER APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

NEAL E. ABRAMS
Adm ni strative Patent Judge
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Nor man P. Sol oway

Hayes, Sol oway, Hennessey, G ossnman & Hage
175 Canal Street
Manchester, NH 03101
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